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i. 



Introduction 



In response to the Office Action mailed May 25, 2006, claims 7 and 28 have been 
amended so as to further clarify the claimed subject matter. Also, Applicant has amended claim 
29 to address the pending 1 12 rejection. New claim 35 is added. No new matter has been added. 

For the reasons set forth below, Applicant respectfully submits that all pending claims are 
patentable over the cited prior art references. In this regard, Applicant would like to inform the 
Examiner that the argument set forth below is independent of the subject amendment Therefore, 
Applicant respectfully requests that an Advisory Action not be issued until the arguments set 
forth herein have been addressed. 



Claims 27-34 are rejected under 35 U.S.C. § 1 12, first paragraph, as failing to comply 
with the written description requirement 

With respect to claim 27, the Examiner asserts that the limitation 'the channel is not 
parallel to a direction of travel of the laser beam" is not supported by the specification, and 
"appears too broad for the description which can be understood from the drawings." Applicant 
respectfUly disagrees. 

As shown in Fig. 2 of the drawings, the vacuum channel 219 is perpendicular (i.e., not 
parallel) to the central channel 228. Again, as illustrated in Fig. 3, the vacuum channel 319 and 
exit channel 343 are formed at a non-perpendicular angle (i.e., not parallel) relative to the central 
channel 328- Accordingly, Applicant respectfully submits that the claimed feature is supported 
by the specification. If the pending rejection is maintained, Applicant respectfully requests that 
the next Office Action further provide details regarding why the claimed limitation of claim 27 is 
too broad. 

With respect to claim 28, the Examiner asserts that the limitation "foiming an aperture" 
and "covering the aperture with a transparent material 5 * is a "broad description". However, this 
is di sclosed at, for example, page 5, last line to page 6, line 1 of the specification. 



U. 



The Rejection Of Claims 27-34 Under 35 U.S.C. §112, First Paragraph 
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For at least the foregoing reasons, Applicants respectfully submit that the subject matter 
recited in claims 27-34 is commensurate in scope with Applicant's specification. Accordingly, 
Applicant respectfully requests that the pending rejection under 35 U.S.C. § 1 12, first paragraph, 
be withdrawn. 

IIL The Rejection Of Claim 29 Under 35 U.S.C. S 1 12 . Second Paragraph 

Claim 29 is rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite. In an 
effort to advance prosecution, Applicant has amended claim 29 to recite "wherein said window 
includes a plurality of apertures, and wherein directing said laser beam through an aperture 
includes directing the laser beam through one aperture 0 f the plurality of apertures in said 
window." 

In view of the foregoing amendment, Applicant respectfully requests that the rejection of 
claim 29 under 35 U.S.C § 1 12, second paragraph, be withdrawn. 

IV. The Rejection Of Claims 7-9. 21-27. 30, 32 and 33 Under 35 U.S.C- S 103 

Claims 7-9, 21-27, 30, 32 and 33 are rejected under 35 U.S.C § 103(a) as being 
unpatentable over Applicant's Admitted Prior Art (AAPA) in view of USP No. 5,368,560 to 
Rambo, US Pub No. 20020040894A1 to Borstel, JP Pub No. 02002283090A to Tanaka and JP 
3620958 1 8 A to Takahama Applicant respectfully traverses this rejection for at least the 
following reasons. 

Claim 7 recites a method to reduce debris deposition at one or more points on a window 
including generating a laser beam configured to ablate organic materials, and directing said laser 
beam through an aperture in said window positioned on a top end of a nozzle toward a target 
situated below a bottom end of the nozzle and having organic material thereon to ablate the 
organic material 

Referring to the AAPA, as shown in Fig. 1, the window 122 does not include an aperture. 
Turning to Rambo, this reference is directed to a suction nozzle 10 for removing liquid, gas or 
human tissues from a surgical area during a laser surgery (see, Figs. 1 and 2). However, this 
nozzle 10 of Rambo does not include any window, or a window having an aperture therein. 
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Indeed, the laser and the nozzle 10 disclosed in Rambo operate separately from one 

another. As disclosed at col. 4, lines 43-46, the nozzle 10 is used in open surgery in which the 

nozzle 10 is positioned in close yet variable proximity to the surgery area. The nozzle 1 0 does 

not operate in conjunction with any laser (e.g. 3 so that the nozzle can remove residues and debris 

formed after laser surgery has been performed). The Examiner is directed to M.P.E.P. § 

2141,02, under the section entitled "Prior Art Must Be Considered in its Entirety, Including 

Disclosures that Teach Away from the Claims 1 ', which sets forth the applicable standard: 

A prior art reference must be considered in its entirety, i.e.* as a whole, including 
portions that would lead away from the claimed invention, (citing WX. Gore & 
Associates, Inc. v. Garhck Inc., 220 USPQ 303 (Fed. Cir. 1983). 

In the instant case, Applicant respectfully submits that Rambo teaches away from the 
claimed invention, because the laser and the nozzle 10 of Rambo operate separately. 
Accordingly, Applicant respectfully submits that the proposed modification is based solely on 
improper hindsight reasoning, whereby the Examiner has inadvertently selected bits and pieces 
of the claimed invention from various references and used the pending claims as a guide to 
reconstruct the claimed invention. Therefore, the proposed combination fails to establish prima 
facie obviousness of the rejected claims. 

The Examiner has pointed out col 2, lines 51-56 of Rambo as disclosing the deposition 
of human tissue that can block a laser apparatus nozzle. However, in this cited section, Rambo 
refers to tissues that block the passageways between the inner tube 30 and the outer tube 1 1 (see, 
col. 4, lines 18-23 and lines 29-31). Rambo does not disclose such human tissues are ones that 
are deposited at one or more points on a window as claimed. 

Further, the Examiner asserts that Borstel and Tanaka show "examples of laser machines 
comprising barrier windows which have an aperture therein (see, page 4, lines 3-5 of Office 
Action)." Applicant respectfully disagrees. 

Specifically, Borstel does not cure this deficiency of Rambo, because the window 2 of 
Borstel does not include an aperture. The window 2 of Borstel is an optical element that guides 
an optical beam emanated from the laser resonator 1 to a focusing device 5. Also, the adjustable 
aperture 9 formed by the diaphragm 7 as disclosed in Borstel is merely a gap used to restrict the 
flow of flushing gas supplied by the gas supply unit 1 1. As this adjustable aperture is not formed 
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in the diaphragm, Borstel does not teach directing a laser beam through an aperture in a window 
as claimed. 

With respect to Takahama, although this reference arguably discloses a window, it also 
fails to disclose a window having an aperture. The Examiner emphasizes that Takahama 
discloses that "reaction gas 8 can hardly reach the window 4 due to the narrowed aperture (see, 
pagd 4, lines 6-7 of Office Action)." However, Applicant respectfully submits that the Examiner 
mischaracterizes this section, because "the narrowed aperture" as stated in Takahama actually 
refers to the reduction in diameter of the nozzle that leads to the window 4, and does not refer to 
an aperture in the window 4. Thus, Takahama also does not teach directing a laser beam through 
an aperture in a window as claimed. 

Finally, with respect to Tanaka, Applicant respectfully submits that the aperture 24 is 
foimed in the deposit protective plate 23, and is not formed in the window 21. Tanaka does not 
disclose a window having an aperture, and nothing suggests otherwise. For at least this reason, 
Tanaka also does not teach directing a laser beam through an aperture in a window as claimed. 

With respect to claim 21, this claim recites a method to produce a nozzle assembly of a 
laser ablation system including forming an aperture in a window, and depositing the window on 
a top end of a nozzle. However, as discussed supra, neither the AAPA, Rambo, Borstel, Tanaka 
nor Takahama disclose or suggest an aperture in a window, let alone a method for doing so. For 
analogous reasons similar to those discussed with respect to claim 7, Applicant respectfully 
submits that the combination of the AAPA, Rambo, Borstel, Tanaka and Takahama still does not 
arrive at the claimed invention recited in claim 21. 

Thus, as each and every limitation must be either disclosed or suggested by the cited prior 
art in order to establish a prima facie case of obviousness (see, M.P.E.P. § 2143.03), and the 
combination of the AAPA, Rambo, Borstel, Tanaka and Takahama fails to do so, Applicant 
respectfully submits that claims 7 and 21 are patentable over the cited prior art. 

V. All Dependent Claims Are Allowable Because The Independent Claims From 
Which Thev Depend Are Allowable 

Under Federal Circuit guidelines, a dependent claim is neither anticipated nor rendered 
obvious if the independent claim upon which it depends is allowable because all the limitations 
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of the independent claim are contained in the dependent claims, Hartness International /nc v. 
Simplimatic Engineering Co., 819 F. 2d at 1100, 1108 (Fed. Cir.1987). Accordingly, as 
independent claims 7 and 21 are patentable for the reasons set forth above, it is respectfully 
submitted that all claims dependent thereon are also in condition for allowance. 

VI. Conclusion 

By responding in the foregoing remarks on)y to particular positions taken by the 
Examiner, the Applicant does not acquiesce with other positions that have not been explicitly 
addressed. In addition, Applicant's arguments for the patentability of a claim should not be 
understood as implying that no other reasons for the patentability of that claim exist. 

For all of the reasons set forth above, it is urged that the application is in condition for 
allowance, an indication of which is respectfully solicited 

If there are any outstanding issues that might be resolved by an interview or an 
Examiner's amendment, the Examiner is requested to call Applicant's attorney at the telephone 
number shown below. 

To the extent necessary, a petition for an extension of time under 37 C.F.R, § 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 06-1050 and please credit any excess fees 
to such deposit account. 
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